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ANNOUNCEMENT 





The completed volumes of The TRADE-MARK 
REPORTER may be had in a BUCKRAM 
BINDING, as well as in CLOTH. 


Most of our subscribers have completed their 
sets of bound volumes. Have you? If not, con- 


sult the price list below. 


If your monthly issues are in good condition, 
we will exchange them for a bound volume. The 
charge is nominal and merely covers the cost of 


binding. 


BOUND VOLUMES 


Exchange for 


New monthly issues 
Brown Cloth, $5.00 $2.50 
Brown Buckram, 5.50 2:79 


Books will be shipped by cheapest method. 
Transportation is added to the above prices. 
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O’SuLLIVAN Rupgser Co. v. GENUINE RusBeER Co., ET AL. 
(281 Fed. Rep. 851) 


United States District Court, District of Massachusetts 


June 24, 1922 
TrapeE-Marks aNpb ‘Trape-Names-—-Unratr Competirion—Ricutr to Ac- 

COUNTING. 

Where defendant, enjoined in an action for unfair competition, 
had been selling the goods complained of only about seven months, 
its sales per month amounting to but one per cent. of those of com- 
plainant, and there was no probable cause to believe it had made any 
profits, the complainant was not entitled to an accounting. 

TrapE-Marks AND ‘Trape-Names—Unrair Competirion—AccouNTING- 

WHEN Nor JUSTIFIED. 

In an action for unfair competition an accounting will not be 
ordered where the litigation was the result, to a large degree, of 
complainant’s excessive and unsustained claims. 

‘TrapE-Marks AND ‘TrapE-Names—Unratrr Competirion—U NWARRANTED 

Ciamms BY COMPLAINANT. 

A complainant, seeking equitable relief from unfair competition, 
must be held to some fair recognition of its competitor’s right to utilize 
all functional elements, separately or in the most advantageous com- 
bination, as well as the right to name and advertise its output in the 
common language of the trade. 


In equity. On entry of decree after mandate. For opinion 
of appellate court, see 12 T. M. Rep. 271. 


Alfred H. Hildreth and Van Everen, Fish, Hildreth §& Cary, 
all of Boston, Mass., for plaintiff. 
Arthur P. French, of Boston, Mass., and Timothy A. O’Leary, 


of Lynn, Mass., for defendants. 


Anpverson, Circuit Judge: On receipt of mandate reversing 
and remanding for further proceedings not inconsistent with the 
opinion of the Circuit Court of Appeals (279 Fed. 972), plaintiff 
contends that it is entitled to a decree including an accounting. 
On this point the opinion says: 

“All questions of accounting, including the question of whether the 
plaintiff is entitled to any accounting, are left open for the District Court 
to pass upon. See G. § C. Merriam Co. v. Ogilvie, 170 Fed. 167.” 

On what basis the court above intended this court to deter 


mine whether the plaintiff is entitled to any accounting is not en 
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tirely clear. There was a full trial in this court, so that the record 
was complete. There was no reservation, as sometimes happens 
in this sort of case, of accounting questions until liability should be 
determined. But the court above may not have regarded the record 
as conclusive, either for or against the right to an accounting. 
Under such circumstances, the safest course seemed to be to set 
the case for further hearing, permitting the plaintiff in summary 
fashion to show probable cause that detailed inquiry would result 
in showing, through wrongful palming off, substantial profits ac- 
cruing to the defendant, or substantial damage done the plaintiff's 
good-will. Such hearing has been had, consuming nearly a full 
day. The defendant produced its books and general sales manager, 
Mr. Clapp, for examination by plaintiff's counsel. Plaintiff also 
adduced evidence from several other witnesses. The general result 
is to show that there is no probable cause to believe either that 
the defendant has made any profits out of palming-off sales, or, 
indeed, out of any of its sales, or that the plaintiff has suffered 
any substantial damage to its good-will. 

As appears in the record, the defendant did not begin business 
until August or September, 1921. Promptly after the opinion of 
the court above came down on April 11, 1922, it changed its car- 
tons and heels to conform to the views of the court above as to its 
rights. Its attitude was law-abiding. Its gross sales of heels of 
all kinds from the beginning of its business down to that day are 
estimated by Clapp not to exceed $45,000. This estimate is borne 
out by such examination as was made of the book entries as to 
sales in New York and elsewhere. Moreover, less than half of 
these sales within this period of about seven and one-half months 
were of men’s heels. No unfair competition as to sales of women’s 
heels is claimed. It follows that the sales of the heels alleged 
possibly to come into unfair competition with the plaintiff’s heels 
could hardly have exceeded $20,000 in seven and one-half months. 

Now, the old record (page 93) shows that sales by the plain- 


tiff of men’s heels were running last year at the rate of over 
$2,400,000—$200,000 a month. The defendant’s gross sales of 
men’s heels were, therefore, approximately 1 per cent. of the plain- 
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tiff's sales of like heels—a negligible competition, be it fair or 
unfair. 

Again, the plaintiff offered no scintilla of evidence tending to 
show that the defendant had made out of its heel business, or out of 
any of its business, any profits. It chose rather to consume the 
time in adducing evidence having little or no bearing upon the 
problem now before the court. But near the close of the hearing 
defendant’s counsel asked Clapp as to profits, and his answer was 
that so far as he could now estimate, without a careful inventory, 
the concern had as yet made no profits whatever. This statement 
is inherently credible. ‘The concern did not fairly start in business 
until October or November, 1921. Its business was and is small. 
It is selling its heels at $1.25 to $1.50 per dozen, perhaps with 
some trade discount; while the plaintiff is selling its heels at $2.65 
per dozen, with a 5 per cent. discount. Unless the plaintiff is 
making an unconscionable profit, this fact alone shows that the 
defendant is almost certainly making no profit. At any rate, the 
plaintiff, having had full opportunity to show probability of profits, 
left a record indicating a strong probability of no profits. 

So far as damage to the defendant’s good-will is concerned, 
the result is the same: there is not a scintilla of evidence that a 
single heel of defendant’s output was ever palmed off as the plain- 
tiff’s by means of the offending cartons and printing on the heel 
now condemned by the court above as unnecessary and confusing 
similarity of structure and inscription. Even if the most violent 
presumption from such similarity be entertained, still the result 
would be confusion of the purchasing public (cobblers and wearers ) 
only to a negligible degree. The whole thing is de minimis. Some 
jobbers and cobblers are shown to be carrying in stock heels of the 
defendant, of the plaintiff, and of other makes—perhaps half a 
dozen in all. Such evidence falls far short of showing palming 
off through the similarity condemned by the court above. 

On all the evidence, in the old record and in the new, I find 
that there is no probable cause to believe that a further hearing 
as to damages or profits would yield a return which would bear 
any reasonable proportion to the cost thereof. The case falls 
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plainly within the rule laid down by Judge Putnam in the case 
cited in the opinion of the court above. G. & C. Merriam Co. v. 
Ogilvie, 170 Fed. 167, 169, 95 C. C. A. 423. 

While the foregoing may be enough to dispose of the plain- 
tiff’s contention for a decree for an accounting, there is another 
aspect of the case which would, I think, make such decree inequit 
able. The litigation was a result, at least in substantial part, of 
the plaintiff's excessive claims, and not merely of the defendant's 
use of unnecessary and improper similarity in package and dress. 
The facts bearing upon this aspect of the conflicting equities of 
the parties are, in brief outline, as follows: 

At the trial in this court it was found that the defendant was 
seasonably notified of the plaintiff’s claim. 


But this finding is to be 
construed 


and limited by the evidence upon which it was based, and 
be construed in the light of the conclusions reached by 
the court above as to the plaintiff's real rights. 


is now to 


There was, and 
could be, finding that the defendant was seasonably notified that 
the plaintiff claimed such rights, and only such rights, as plaintift 


has now been determined to have. The notice referred to was 


given by the plaintiff to the defendant August 26, 1921, just after 
the defendant began its small business. This letter (Record, p. 
135) asserts in omnibus fashion an exclusive right in the plaintiff, 
not only to the name “O’Sullivan Safety Cushion Heel,’ but in 
the appearance of the heel. 


No particulars are given; practically 
no limits are set. 


To have yielded to this claim as then made 
would have required the defendant to admit that it had no right 
to use the word “safety” or “cushion,” either or both, in describing 
its output, as well as to avoid the use of the functional suction 
recesses, arranged, as the trial showed, to conform to the standard 
heel-setting machine. The defendant naturally refused to comply 
with this excessive and groundless claim in a letter inconsistent 
with any purpose of fraudulent palming off. 

The plaintiff’s bill, filed on October 25, 1921, is even broader 
in its assertion of monopoly privileges. The following from para- 
graph 10 may be taken as sufficiently illustrative: 
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“The use by the plaintiff and its predecessors in business of suction 
recesses in combination with the words ‘Safety Cushion Heel’ and the 
name ‘O’Sullivan’s’ on the tread face of its and their rubber heels, and 
also in connection with the advertising thereof and with boxes or con- 
tainers for the same, has been exclusive for over twenty years, and no other 
manufacturers or sellers of rubber heels have used these words or this 
name, either in combination with suction recesses or otherwise, excepting 
certain manufacturers who, at different times in the past, have started 
to use the words ‘Safety Cushion Heel, or similar words in close imitation 
thereof, in combination with the suction recesses, but who have discontinued 
such use upon notice of the plaintiff's and its predecessors’ rights therein, 
and also excepting these defendants and certain other manufacturers and 
sellers of rubber heels, who have but recently put out rubber heels and 
advertisements and boxes bearing these or similar words in combination 
with suction recesses, in violation and disregard of plaintiff's rights.” 


Plaintiff sought an injunction as follows: 


“From making or having made, or selling or offering for sale, heels 
like or similar to Exhibit F attached to this bill of complaint, and heels 
having suction recesses on their tread face and the word ‘Genuine,’ or the 
words ‘Cushion Heel, or the words ‘Safety Cushion Heel, or any other 
words or letters similar thereto or in imitation thereof, and heels bearing 
the words ‘Genuine Safety Cushion Heel,’ or any words similar thereto.” 


It also prayed that defendant’s alleged infringing output, and 
all molds for making such heels, be delivered up for destruction. 

Such were the monopoly claims with which the defendant was 
faced. The real rights of the plaintiff, as now defined and limited 
by the Court of Appeals, are radically different. The court above 
has held that the defendant is entitled to continue the use of the 
descriptive words “‘safety’’ and “cushion” and “genuine,” and the 
combination of them in the name “The Genuine Co.’s Safety Cushion 
Heel,” and also the combination of them with the functional suction 
recesses. The decision is that, using such name on its men’s heels, 
the defendant must not use the curve and form of type used by 
the plaintiff on a part of its output. The court above also holds 
that the defendant must (as it voluntarily agreed at the trial to 
do) change the color of its carton and picture of heel thereon, so 
as not to resemble the plaintiff's carton. The changes ordered 
are but a very minor part of the changes demanded by the plaintiff. 

It follows from the foregoing that both parties were, under 
the decision of the court above, held wrong in their contentions; 
that, if the defendant had yielded to the plaintiff's demands, it 
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would have been unduly hampered in the race of fair competition, 
in that it could not have described its heels as having the essential 
qualities of rubber heels connoted by the words “‘safety” and 
“cushion,” or even as being “genuine” rubber heels. Nor could 
it have made advantageous use of the functional suction recesses. 
It had to fight for its economic life. 

The case, therefore, falls within the doctrine laid down by 
this court in the Webster Dictionary Case (G. & C. Merriam Co. 
v. Ogilvie, supra), where the court, by Judge Putnam, said as to 
a claim of the plaintiff: 


“It is apparent from the record that this claim of the Merriam Com- 
pany to an exclusive right interfered with Ogilvie’s trade, and was not 
lawful, though honestly made. If its claim had been in harmony with 
the conclusions which this court and the Circuit Court reached, and the 
notices and circulars had been framed accordingly, non constat Ogilvie 
would not have yielded, and this litigation been avoided. At any rate, 
it cannot be questioned that the action of the Merriam Company, in the 
way we have explained, unlawfully threatened Ogilvie’s trade and the 
sale of his dictionaries; so that we have two parties, each of whom in the 
eyes of the law was a tort-feasor, involved in what was after all a single 
controversy, having, of course, two branches to it, and each injurious to 
the opposing party.” 

Compare Hopkins’ T'rade-Marks, etc. (8d Ed.) § 158. and 
cases cited. 

The defendant's attitude, both at the original and at the sup- 
plemental hearing, grounds a fair inference that, if confronted by 
a demand from the plaintiff for only such rights as the plaintiff has 
now been determined by the court above to have, it would have 
recognized and conceded them, and that this litigation would thus 
have been avoided. 

A plaintiff, seeking equitable relief from unfair competition, 
must be held to some fair recognition of its competitor's right to 
utilize all functional elements, separately or in the most advan- 
tageous combination, as well as the right to name and advertise 
its output in the common language of the trade. The large manu- 
facturer, able to indulge in expensive advertising, derives from its 


size and its advertising no claim in equity to a quasi-monopoly, 


either of words or of appearances necessary for the small concern 
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to use in putting its product, as its own, before the purchasing 
public. 

Moreover, this is not a patent or a copyright case, in which 
an infringer is using a concrete thing belonging to the plaintiff. 
It is an unfair competition case, in which the plaintiff is entitled only 
to protection of its good-will against fraudulent palming off, whether 
intentional or unintentional. The vital distinctions between the two 
classes of cases, both as to scope of injunction and as to accounting 
for damages and profits, have been frequently overlooked. The 
illuminating opinions of Mr. Justice Pitney in Hanover Milling 
Co. v. Metcalf, 240 U. S. 403, 36 Sup. Ct. 357, 60 L. Ed. 713 
[6 T. M. Rep. 149], and United Drug Co. v. Rectanus Co., 248 
U. S. 90, 39 Sup. Ct. 48, 63 L. Ed. 141 [9 T. M. Rep. 1] should 
result in avoidance of errors found in some earlier dicta, perhaps 
in earlier decision. Judge Putnam’s opinion in the Webster Dic- 
tionary Case (G. & C. Merriam Co. v. Ogilvie, supra) is also an 
able presentation of the sound doctrines later and more elaborately 
stated by Mr. Justice Pitney. 

Under all the circumstances, full justice will be done to the 
plaintiff by issuing an injunction conformable to the mandate from 
the Circuit Court of Appeals, with costs to the plaintiff. 


It is so ordered. 


MARSHALL VENTILATED Martrress Co. v. D’Arcy Sprine Co. 
(280 Fed. Rep. 945) 


United States Circuit Court of Appeals, Sixth Circuit 
May 2, 1922 


‘Trape-Marks AND Unrair Competirion—Use or MISLEADING 

INJUNCTION. 

The complainant concern, which manufactured a spring known 
as the “Marshall Spring” under an expired patent, held entitled to an 
injunction against the use by the defendant of a circular entitled 
“Marshall Springs Now Manufactured by” the defendant, as these 
words suggest, if they do not indicate, that plaintiff's business has been 
taken over by the defendant. 


CIRCULAR 
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In equity. Suit for infringement of patent, and for unfair 
competition. From the decree, both parties appeal. Modified. 


Taylor E. Brown, of Chicago, IIl., for plaintiff. 
Otis A. Earl, of Kalamazoo, Mich. (Chappell & Earl, of Kala- 
mazoo, Mich., on the brief), for defendant. 


Before Knarpen, Denison and Donanve, Circuit Judges. 


Denison, Circuit Judge: The Marshall Company brought 
suit against the D’Arcy Company for infringement of the Genge 
patent, No. 1,246,081, dated November 13, 1917, for a spring 
cushion for mattresses, and alleged also infringement of trade- 
mark rights in the word “Marshall,” and unfair competition in 
trade. The D’Arcy Company denied any trespass in these respects, 
and by its answer and counter-claim alleged infringement by the 
Marshall Company of patent No. 1,172,344, dated February 22, 
1916, issued to D’Arcy for a cushion structure. The District 
Court found that plaintiff must fail upon the trade-mark and 
unfair competition issues; that claims 6, 7, 8, and 9 of the Genge 
patent were valid, and were infringed by defendant; and that claim 
3 of the D’Arcy patent (the only one sued upon) was not infringed 
by the plaintiff. Both parties appeal.’ 

The remaining question is as to the claimed trade-mark rights 
and unfair competition. Defendant began its sale of this article 
by putting out a circular which contained an illustration of a cushion 
spring like that made by plaintiff, including the truss of the Genge 
patent. This circular was headed “Marshall Springs Now Manu- 
factured by D’Arcy Spring Company.” Counsel argue on the one 
hand that “Marshall” or “The Marshall Line” is plaintiff's gen- 
eral trade-mark applied to all its output of different articles and 
indicating origin, and, on the other hand, that “Marshall Springs’’ 
had become the trade-name of springs made under a certain Mar- 
shall patent, which at this time had recently expired. The testi- 
mony in this record is far from satisfactory as to whether the 
term ‘Marshall Springs’ had acquired this significance in the 


*So much of the decision as concerns the patent is here omitted —Ed. 
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appropriate market (see the Singer Case, 168 U. S. 169, 16 Sup. 
Ct. 1002, 41 L. Ed. 118), and we conclude that the case does not 
require a decision of the questions so argued. The only evidence 
of any claimed violation of plaintiff’s rights on this branch of the 
case is found in the issue of this circular. It was almost imme 
diately discontinued, only a few copies having gone out. We think 
the plaintiff at the time of filing the bill was entitled to an injunc 
tion against this circular, for a special reason to be mentioned; 
and there is no occasion to go further. This reason is that the 
use of the phrase “now manufactured by” in this association sug- 
gests, if it does not indicate, that the business of making the 
Marshall springs had been taken over by defendant. The circular 
actually produced the impression upon some of plaintiff's cus 
tomers that plaintiff had gone out of business. The fact that the 
circular had not been continued long after filing the bill hardly 
justified the complete dismissal of the bill as to this branch of the 
complaint. We think that for this dismissal clause of the decree 
there should be substituted an order for an injunction against 
this particular circular, and without further finding as to the 
broader complaint. 

The costs would not be important on this issue, as the general 
costs of the suit were awarded to the plaintiff, and there were none 
separately applicable. We see no room for any accounting of 
damages as to this circular. Ludington v. Leonard (C. C. A. 2) 
127 Fed. 155, 62 C. C. A. 269; Gaines v. Rock Spring Co. (C. C. 
A. 6) 226 Fed. 531, 543, 141 C. C. A. 287 [6 T. M. Rep. 10]. 

The case is remanded, with directions to set aside the decree 
and enter a modified decree in accordance with this opinion. Each 


party will pay its own costs in this court. 
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AMERICAN YELLOW Taxt Operators, INc. v. DIAMOND, ET AL. 
(195 N. Y. Supp. 140) 


New York Supreme Court, Appellate Division, First Department 
July 14, 1922 


Unratr Competirion—Use or Same Conrork SCHEME AND LETTERING ON 

ComreTinG TaxicaBs—ApPreaL—Moopiriep AFFIRMANCE. 

Where the use of yellow as a color for taxicabs had been genera! 
before either of the parties began business, its use by the defendants 
cannot be enjoined; but plaintiff is entitled to an injunction restraining 
the defendants from using on their cabs the same style and arrange- 
ment of lettering and numbering as employed by the former. 


In equity. From an order granting plaintiff's motion for an 
injunction pendente lite, restraining the defendants from operating 
certain taxicabs alleged to be imitations, and operated in unfair 
competition with the taxicabs of the plaintiff, defendants appeal. 
Modified and affirmed. 


Denis O’L. Cohalan, of New York City (Roswell P. C. May, 
of New York City, on the brief), for appellants. 

Parker & Aaron, of New York City (Herman Aaron, of New 
York City, of counsel, and Charles Adkins Baker, of 
New York City, on the brief), for respondent. 


Before Crarke, P. J., and Dowuinc, Smitu, PaGe, and 
GREENBAUM, JJ. 


Pace, J.: The order in this case is much broader than the 
decision of the learned justice would seem to warrant, and in this 
respect conflicts with his decision in the American Yellow Tazi 
Operators, Inc. v. Barry, ——- App. Div. ——, 194 N. Y. Sup. 


——, argued simultaneously with this appeal, and decided herewith. 


The plaintiff operates taxicabs painted yellow, or orange and 


black, upon the panel of the door of which, in black letters appear 
the following: On the first line, “American,” in small letters; on 
the second, “YELLOW”; and on the third, “TAXI,” in large, prom- 
inent letters; on the fourth, in letters of the same size as the first 
line, “Operators, Inc.” ; on the fifth, in letters slightly larger than 
the fourth, “Lenox 2300.” 
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The defendants operate taxicabs of identical design; in fact, 
they are bought from the same manufacturer as plaintiff’s, painted 
with the same colors, similarly arranged, and on the panel of the 
door, in black letters of the same size and character, and in evident 
imitation of the plaintiff's design, there is painted on the first line, 
“At your service’; on the second, “Yale’’; on the third, “Taxi’’; 
and on the fourth, “Corporation.” Further, on plaintiff's and de- 
fendants’ car, in the same position, immediately behind the hood, 
are painted numerals in exact size and style. 

When the plaintiff first commenced the operation of its cabs 
it had on the panels of the doors of its cabs a circle, inclosing the 
words “Yellow Taxi Lenox 2300,” with a large Y superimposed at 
the top. Defendants adopted a similar design. When plaintiff 
changed the inscription on the panels of the door to the present 
form, defendants also changed the inscription on the panels of 
the doors of their cabs in simulation to those of the plaintiff. These 
facts show that the defendants are imitating the marking on the 
plaintiff’s cabs for the purpose of deceiving the public and to divert 
custom from the plaintiff, and are operating their cabs in com- 
petition with the plaintiff. 

The plaintiff, however, has not demonstrated, with sufficient 
certainty to justify the inclusion in the preliminary injunction, its 
exclusive right to use the color scheme or combination of the colors 
yellow or orange and black, arranged in the manner employed 
by the plaintiff. It is admitted that this color scheme was used in 
this city for years, before plaintiff was incorporated or commenced 
business operations, by corporations and individuals with whom 
the plaintiff had no connection or successionary rights. This color 
scheme is largely used in other cities throughout the United States. 
Identical taxicabs in make and color were exposed for sale in this 
city by the New York Yellow Cab Company, the sales agent for 


the Yellow Cab Manufacturing Company, who make a specialty 


of producing taxicabs, and advertise their product, showing this 


arrangement of colors. The plaintiff and defendants both pur- 


chased the taxicabs from this company, and have not been given 
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any exclusive right to use this combination, even if said manufac- 
turing company could grant any such license. 

Therefore, the injunction order should be modified by striking 
therefrom the words “finish, color, or combination of colors, get-up, 
style, or dress,” and, as so modified, affirmed, with $10 costs and 
disbursements to the appellants. All concur. 


GUARANTEE VETERINARY COMPANY AND GeorGE L. OweENs vy. 


FrepERAL TrapeE ComMIssION 
United States Circuit Court of Appeals, Second Circuit 
November 6, 1922 


Unrair Competirion—FeperaL ‘Trap—E CoMMISSION 

Owner OF APPELLANT CONCERN. 

One who is president and absolute manager of the concern against 
which an order of the Federal Trade Commission was directed has 
no right to complain because he was made a party to the proceeding. 

Unratn Competirion—Feprrat Trave— Commission Act—FALsE 

CEPTIVE ADVERTISING—APPEAL—AFFIRMANCE. 

Where petitioners, manufacturers and sellers in interstate com- 
merce of a feeding salt in block form under the trade-mark “Sal- 
Tonik,” falsely advertised it to contain certain medicinal ingredients 
not shown by analysis and represented it as having been adopted by 
the United States Government when such was not the case, the order 
of the Federal Trade Commission to cease and desist was just and 
is affirmed. 

Unrair Competirion—Feperat Trap—E Commission AcT—WHEN OPERATIVE. 

In the case at issue, the fact that petitioners ceased certain of the 
practices complained of before the complaint was filed does not de- 
prive the Federal Trade Commission of its right to issue an injunc- 
tional order, inasmuch as there is no assurance that petitioners would 
not continue their former course, and the act expressly states that 
such an order may issue against any person or partnership who “has 
been using any unfair method of competition in commerce.” 


Act—JOINDER OF 


AND Der- 


In equity. Petition to revise an order of the Federal Trade 
Commission. Order affirmed. 


Will H. Krause, for petitioners. 
W. H. Fuller and I. E. Lambert, for respondent. 


Before Rogers and Manton, Circuit Judges, and Aveustvus 
N. Hann, District Judge. 
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Rogers, Circuit Judge: This proceeding brings before us for 
review an order entered by the Federal Trade Commission directing 
the petitioners to desist from certain unfair methods of competition. 

The Guarantee Veterinary Company is an association in the 
form of a common-law trust, and has its principal office and place 
of business in the City of Chicago in the State of Illinois. George 
L. Owens is the controlling and managing trustee. They are en- 
gaged in the sale of salt in the form of blocks for the use of live- 
stock under the brand name “Sal-Tonik” in the several States 
of the United States. 

It appears that the Federal Trade Commission, proceeding 
under the Act of September 26, 1914, commonly known as the 
Federal Trade Commission Act (38 Stat. 717, ¢ 311), on September 
2, 1919, issued a complaint against the petitioners in which it 
averred that they are engaged in interstate commerce in the sale 
of salt in the form of blocks for the use of livestock under the 
brand of “Sal-Tonik’’ in direct competition with other persons, 
co-partnerships, and corporations also engaged in the sale of block 
salt for the use of livestock; that in connection with the sale of 
said “Sal-Tonik’’ blocks they had been publishing and distributing 
advertising matter containing false and misleading statements con- 
cerning the said ‘“Sal-Tonik’”’ blocks. And the complaint alleged 


that among the false and misleading statements which the peti- 


tioners put forth in their advertising matter were representations 
and implications to the effect that the “Sal-Tonik” blocks con- 
tained certain medicinal ingredients; that they operated a number 
of factories in various parts of the United States, the total product 
of one of which was purchased and thereby endorsed by the Quar- 
termaster’s Department of the United States Army, and that the 
petitioners owned and operated certain large and expensive ma- 
chinery necessary for the manufacture of the said ‘“Sal-Tonik”’ 
blocks; and that all of this was designed to and did mislead the 
purchasing public into the belief that the petitioners’ product 
possessed certain unique and beneficial characteristics and tended 
to secure for the product an undue preference over the product 
of competitors. 
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The complaint was duly served upon the petitioners, who filed 
their answer thereto on October 11, 1919. 

Notice of the taking of testimony was given, and testimony 
was taken on September 9, 1920, and on December 15, 1920. On 
June 8, 1921, the Commission filed its Findings as to Facts and 
Conclusion and on the same day entered the order to cease and 
desist. 

On July 18, 1921, the petitioners filed their exceptions and 
en December 18, 1921, the Commission filed modified Findings 
and a modified Order. 

The Commission has made the following Findings of Fact: 

“One: That the respondent, the Guarantee Veterinary Com 
pany, is an association in the form of a trust, having its principal 
office and place of business in the City of Chicago, State of Illinois. 
of which the respondent, George L. Owens, is the controlling and 
managing trustee, and that the respondents are now and for more 
than two years last past have been engaged in the sale of salt 
in the form of blocks, for the use of livestock, under the brand 
name ‘Sal-Tonik,’ in and among the several States of the United 
States and the District of Columbia, in direct competition with 
other persons, co-partnerships, and corporations also engaged in 
the sale of block salt for the use of livestock. 

“Two: That during the years 1918 and 1919 the respondents 
printed and caused to be circulated, in and throughout the various 
States of the United States, circulars in which it stated that its 
product, Sal-Tonik, contained the following ingredients: Sulphate 
of iron (redried), carbonized peat, charcoal, tobacco, quassia, sul- 
phur, gentian, pure salt, chloride of magnesia, Epsom salts, 
Glauber’s salts, bicarbonate of soda, oxide of iron, mineralized 
humoides, American worm seed, Levant worm seed, capsicum (red 
pepper), when, in truth and in fact, respondent’s product, Sal- 
Tonik, did not contain all of said ingredients, and did not contain 
carbonized peat, charcoal, tobacco, quassia, sulphur, gentian, min- 
eralized humoides, American worm seed, Levant worm seed, 
capsicum (red pepper). 


or 


“Three: That prior to the organization of the respondent, 
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Guarantee Veterinary Company, in the year 1918, the respondent, 
George L. Owens, caused to be organized the Guarantee Swine 


Veterinary Company, a corporation organized under the laws of 


South Dakota, and the Guarantee Serum Company, a corporation 


organized under the laws of Iowa, in both of which corporations 
the respondent, George I.. Owens, was the largest stockholder, and 
of which he was the controlling manager and president. 

“Four: That said Guarantee Serum Company was owned and 
operated by said Guarantee Swine Veterinary Company; that later 
the word ‘Swine’ was dropped from the corporate name, and the 
owning and operating company became the Guarantee Veterinary 
Company, Incorporated; that said Guarantee Veterinary Company. 
Incorporated, succeeded to all property, assets, and rights of both 
the said Guarantee Serum Company and the said Guarantee Swine 
Veterinary Company, and that later the assets and rights of the 
said Guarantee Veterinary Company, Incorporated, were assigned 
or surrendered to the Guarantee Veterinary Company, a common- 
law trust; that George L. Owens was the principal stockholder 
and president of the Guarantee Serum Company, the Guarantee 
Swine Veterinary Company, and the Guarantee Veterinary Com 
pany, Incorporated, and is the controlling and managing trustee 
of the Guarantee Veterinary Company, a common-law trust; and 
that all of these corporations and the trust and George L. Owens, 
first as president and later as trustee, caused to be manufactured 
and sold and are now causing to be manufactured and sold in 
interstate commerce the article known and designated Sal-Tonik. 

“Five: That during all the time of the existence of the said 
Guarantee Serum Company, the said Guarantee Swine Veterinary 
Company, the said Guarantee Veterinary Company, Incorporated, 
the said Guarantee Veterinary Company, a common-law trust. 
George L. Owens, as the principal stockholder and president of the 
first three named corporations and as trustee for the last named, 
a common-law trust, was advertising and representing or causing 
to be advertised and represented to customers and dealers in said 
Sal-Tonik that their product, Sal-Tonik, contained substantially 


the following ingredients: Sulphate of iron (redried), carbonized 
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peat, charcoal, tobacco, quassia, sulphur, gentian, pure salt, chlo 
ride of magnesia, Epsom salts, Glauber’s salts, bicarbonate of soda, 
oxide of iron, mineralized humoides, American worm seed, Levant 
worm seed, capsicum (red pepper), when, in truth and in fact, re 
spondent’s product, Sal-Tonik, did not contain all of said ingre 
dients, and did not contain carbonized peat, charcoal, tobacco, 
quassia, sulphur, gentian, mineralized humoides, American worm 
seed, Levant worm seed, or capsicum (red pepper). 

“Six: That during the years 1918 and 1919, respondents 
advertised in the Cooperative Manager and Farmer (commission’s 
Exhibit No. 10), a magazine published at Minneapolis, Minn., 
which had a general circulation through the medium of the mails 
and other distributing agencies in and throughout various States 
and Territories of the United States and the District of Columbia, 
and also by circulars prepared and printed by respondents which 
they caused to be circulated throughout various States and Terri 
tories of the United States and District of Columbia, the following: 

““U. S$. Government adopts Sal-Tonik. The Quartermaster’s 
Department of the U. S. Army has adopted Sal-Tonik and pur 
chased our entire southern output for use in the U. S. Cavalry. * * * 

““The U. S. Army used Sal-Tonik, as is shown by a letter 
which appears below, written by the assistant veterinarian of the 


U.S. Army at Camp Johnston. * * * 


‘Camp Joseph E. Johnston, Fla., 
“January 25, 1919. 
‘Guarantee Veterinary Company, 
“ “Chicago, Illinois. 
‘“To whom it may concern: 

““While acting as 2d Lt. Vet. U. S. A. Auxiliary Remount 
Depot No. 333, Camp Joseph E. Johnston, Florida, I had the 
opportunity of recognizing the value of Sal-Tonik. Large num 
bers of animals were kept in corrals in this camp and _ naturally 
much sickness would be expected; however, I noticed that where 


the animals had access to Sal-Tonik they improved in flesh and 


vitality. There was a very small percentage of digestive disturb 
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ances, such as indigestion, colic, impactions, and diseases of sys- 
temic origin. 


“Having recognized the value of Sal-Tonik I highly recom 


mend it as an efficient medicinal salt of superior quality. 


‘‘(Signed) J. F. Swain, 
2d Lt., Vet. U. S. A. Auxiliary Remount 
Depot 333, Camp Joseph E. Johnston.’ 


“That the Palestine Salt & Coal Co., of Palestine, Tex., made 
salt blocks for respondents, the respondents furnishing the medical 
ingredients and the Palestine Salt & Coal Co. furnishing the labor 
and salt. That the Quartermaster Department of the U. S. Army 
purchased in the month of December, 1917, 1,200 blocks of Sal 
Tonik at Palestine, Tex., from the Palestine Salt & Coal Co., who 
were agents for the respondents, and that this one purchase was 
the only purchase of the respondent’s product made by the United 
States Government. 

“That the U. S. Government did not adopt Sal-Tonik. 

“That Mr. J. F. Swain was not assistant veterinarian of the 
U. S. Army at Camp Johnston and at the time the above letter 
was written he was not a 2d lieutenant in the U. S. Army, nor 
was he located at Camp Joseph E. Johnston, Fla.” 

After making the above findings as to the facts the Commis 
sion made the following conclusion: 

“That the methods of competition set forth in the foregoing findings as 
to the facts are, under the circumstances set forth, unfair methods of 
competition in violation of the provisions of Section 5 of an act of Con- 
gress, approved September 26, 1914, entitled ‘An act to create a Federal 


Trade Commission, to define its powers and duties, and for other pur- 
poses.’ = 


Thereupon it issued the following order: 


“Tt is ordered, That the respondents, Guarantee Veterinary Co., and 
George L. Owens, trustee, their officers, agents, servants, and representa- 
tives, do cease and desist, directly or indirectly— 

“From publishing or causing to be published or circulated throughout 
the various States of the United States, the Territories thereof, the Dis- 
trict of Columbia, and foreign countries, advertisements, circular letters, 
or other printed matter whatsoever wherein it is falsely stated, set forth, 
or held out to the general public that the respondents’ product, Sal-Tonik, 
contains carbonized peat, charcoal, tobacco, quassia, sulphur, gentian, 














454 TWELVE TRADE-MARK REPORTER 


mineralized humoides, American worm seed, Levant worm seed, or cap- 
sicum (red pepper), or any other ingredients, medical or otherwise, if 
said Sal-Tonik does not then, in fact, contain each and all of the ingre- 
dients which are stated in the advertisement to enter into its composition; 

“From publishing and circulating or causing to be published and cir- 
culated throughout the various States of the United States, the Territories 
thereof, the District of Columbia, and foreign countries, advertisements, 
circulars, folders, letters, or any other printed or written matter whatso- 
ever, wherein it is falsely stated, set forth, or held out to the public: 

“(1) That the United States Government, or any department, branch, 
or agency thereof, has adopted respondents’ product, Sal-Tonik; 

“(2) That respondents have sold their entire southern output to the 
United States Government or to any department, branch or agency thereof. 

“From using as an advertisement of their product, Sal-Tonik, a cer- 
tain letter, dated January 25, 1919, and signed by J. F. Swain, pur- 
ported to be at the time of signature a second lieutenant in the United 
States Army, at Camp Joseph E. Johnston, Florida. 

“It is further ordered, That the respondents, the Guarantee Veterinary 
Co., and George L. Owens, trustee, shall within 60 days after the service 
upon them of a copy of this order, file with the Commission a report in 
writing setting forth in detail the manner and form in which it has com- 
plied with the order to cease and desist hereinbefore set forth.” 


The Federal Trade Commission Act in Section 5 provides that 
“The findings of the Commission as to the facts, if supported by 
testimony, shall be conclusive” (88 Stat. 720). We have, there- 
fore, examined the transcript of record, which has been filed in 
this court, for the purpose of determining whether the testimony 
before the Commission supports the findings. 

It appears that the Guarantee Veterinary Company admitted 
in its answer that it was engaged in interstate commerce. It, how- 
ever, asserts that no proof was ever made that any Sal-Tonik 
claimed to have been analyzed, ever moved in interstate commerce, 
or that said blocks were made either for or by the Guarantee 
Veterinary Company, or George L. Owens, nor was it shown or 
proven that any competitors ever made or sold any medicated salt 
block, nor was it shown that George L. Owens individually was 
ever engaged in interstate commerce at any time. 

The transcript of record shows that the petitioners prepared 
and sent out to prospective customers in various states in the latter 
part of the year 1918, and the earlier part of the year 1919, an 


advertising circular which stated that ‘“Sal-Tonik contains th: 


following ingredients: 
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“Sulphate of iron (redried), carbonized peat, charcoal, tobacco, quas- 
sia, sulphur, gentian, pure salt, chloride of magnesia, Epsom salts, Glauber’s 
salts, bicarbonate of soda, oxide of iron, mineralized humoides, American 
worm seed, Levant worm seed, capsicum (red pepper).” 


The statement contained in the circular sustains that part of 
Finding No. 1 as to the advertising circulars which the petitioners 
circulated setting forth the ingredients of the product Sal-Tonik. 

It also appears from the transcript that three different analyses 


were made of the petitioners’ product. The first in June, 1916, 


from a sample furnished by the petitioners; the second in February, 


1919, from a sample purchased on the open market and was the 
product of petitioners; and the third in December, 1919, from a 
sample purchased on the open market which also was the product 
of petitioners. This last analysis was made by the Acting Chief 
Chemist of the United States Department of Agriculture—an ex- 
pert chemist in the Department of Agriculture who had studied 
and compared all three of these analyses testified that they did 
not show any of the following ingredients: Carbonized peat, char- 
coal, tobacco, quassia, sulphur, gentian, mineral humoides, Amer- 
ican worm seed, Levant worm seed, capsicum (red pepper). He 
further testified that “Sal-Tonik” was just salt with its impurities 
and coloring matter. 

The petitioners advertised in their circulars that sixteen ingre- 
dients entered into the manufacture of their blocks of “Sal-Tonik,”’ 
and the chemical analyses proved show no trace of ten of them. 
This is an excerpt from the testimony: 

“Question: Mr. Murray, is it not a fact that this product is merely 
salt with a little coloring matter? 

“Answer: Essentially that; nearly all salt contains more or less 
impurities, and this is colored distinctly red by the iron oxide. 

“Question: And that is about all this product is, just salt with its 
impurities and coloring matter? 

“Answer: Essentially that; yes. 

“Question: That is what the different analyses show? 

“Answer: The impurities would be a little greater than you would 
get in first-class table salt. The Bureau of Chemistry’s analysis shows 
two per cent. of sodium sulphate. That is much more than you would get 
in good table salt.” 


The petitioners contend, however, that the “Sal-Tonik’’ blocks 
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might contain all the ingredients as advertised and yet all the 
ingredients might not appear in any of the different analyses which 
were introduced in evidence by the Commission. This might be 
possible but is not probable. The three analyses which were intro- 
duced in evidence stand undisputed and uncontradicted. The pe 
titioners might have submitted samples of their product for analysis 
and offered evidence to rebut that produced before the Commission, 
but they did not choose to do so. The presumption is that the 
testimony presented is true, no proof having been introduced to 
overcome it. There is no evidence to show that the specimens 
taken for analysis were not fair or typical ones, and the question 
whether the ingredients which were not detected upon the chemical 
analysis were in some other part of the block from which the speci- 
men was not taken and failed to be detected on account of improper 
mixing is one of fact on which the decision of the Commission should 
be followed. 

The petitioners object to Finding of Fact No. 6. An exam 
ination of the transcript, however, satisfies us that the Finding is 
supported by the testimony. It appears conclusively that Swain, 
the writer of the letter set forth in the Finding, never was assistant 
veterinarian at Camp Joseph E. Johnston and that he had not been 
at the Camp since December 11, 1918. That he had been dis- 
charged from the army long before the letter of January 25, 1919, 
was written and that he was not at that time connected with the 
army in any way also is beyond question. 

The circumstances connected with the purchase of “Sal-Tonik”’ 
by the Government are disclosed in a letter written to the Guarantee 
Veterinary Company by the Palestine Salt & Coal Co. dated Jan- 
uary 23, 1917, and which is in the transcript. The letter shows 
that the Palestine Salt & Coal Co. were themselves the manufac- 


turers of a medicated block and had arranged to sell their own 


product to the United States Government at $13.40 per ton; that 


on December 23, 1917, a Government inspector came to the Pales- 
tine plant to inspect their blocks. At that time 1,200 blocks which 
the Palestine Company had manufactured for the Guarantee Vet- 


erinary Company were on hand and the Palestine Company wanted 





GUARANTEE VETERINARY CO. V. FEDERAL TRADE COMMISSION 457 


“to have them out of the way” and it was suggested by the latter 
that they could turn these blocks belonging to the Guarantee Vet- 
erinary Company in on the contract which it, the Palestine Com- 
pany, had with the Government, the blocks having been held so 
long in the Palestine’s warehouse that they were being damaged. 
This was assented to and the 1,200 blocks were turned in by the 
Palestine Company on its contract. There is no evidence whatever 
that the United States Government ever bought any “Sal-Tonik” 
blocks other than those mentioned above. This was all the basis 
there was for the advertisement that “Sal-Tonik” had been adopted 
by the Quartermaster’s Department of the United States Army. 
and that it had purchased the entire southern output for use in the 
United States Cavalry. The advertisement was unquestionably 
false and misleading. The United States Government never adopted 
the respondent’s product, never bought any “Sal-Tonik’’ blocks 
other than those mentioned above and which were taken over by 
the Government to accommodate the Palestine Company and to get 
them out of its warehouse and out of its way. And it does not 
appear that the respondent at any time ever had a contract of any 
kind with the Government of the United States. Our conclusion 
is that Finding No. 6, like Finding No. 2, is amply sustained by 
the evidence. 


It is not necessary for us to comment upon the other Findings 


of Fact. It is enough to say that we have read all the testimony 


the Commission had before it and it amply sustains all the Findings 
the Commission made. 

The Commission's order among other things requires the pe 
titioners to cease and desist from publishing and circulating any 
printed matter wherein it is falsely stated that the United States 
Government or any department, branch, or agency thereof has 
adopted respondent’s product, “Sal-Tonik.”” It appears that for sey 
eral months before the complaint herein was filed against them the 
petitioners had voluntarily ceased to use the word “adopted’’ in 
their advertisements and circulars and inserted in lieu thereof the 
word “purchased.” Because of this voluntary discontinuance of 


the word “adopted” prior to the filing of the complaint it is urged 
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that this part of the order to cease and desist is unjustifiable and 
erroneous. 

Mr. Kerr lays it down as a rule in regard to bills to restrain 
the violation of trade-marks that the owner of a trade-mark where 
the mark has been illegally taken by another, is not bound to rely 
upon his assurance or promises not to repeat the illegal appro- 
priation of the mark, but is entitled to the protection of the court 
by injunction. Kerr on Injunctions, 4th ed. 350. 

Mr. Nims, in his work on Unfair Competition, Sec. 372, states 
that the fact that defendant has ceased to commit infringing acts 
is no reason why an injunction should not issue. 

In Sarlehner v. Eisner, 147 Fed. 189, 191, which was brought 
for an infringement of a trade-mark, it appeared that all use of the 
infringing bottles had ceased three weeks before the suit was 
brought. This court, speaking through Judge Lacombe, said: “In 
view of the past conduct of defendants, complainant might fairly 
aver an apprehension that they would in some way continue the 
old infringement or concoct some new one, even though the com- 
pany itself were enjoined. The circumstance that since that time 
they have not in fact infringed is not controlling.” The injunction 
granted below was sustained. 

It is to be observed, however, that this is not a suit to re- 
strain the infringement of a patent, or a trade-mark, or copyright, 
but that it is a proceeding under the Federal Trade Commission 
Act. The language of the act, therefore, must be considered. Sec 
tion 5 of the act declares that “Whenever the Commission shall 
have reason to believe that any such person, partnership has been 
or is using any unfair method of competition in commerce, and 
if it shall appear to the Commission that a proceeding by it in 
respect thereof would be to the interest of the public, it shall issue 


and serve upon such person, partnership, or complaint * * *.” 


In view of this language of the statute we are unable to say that 
the language of the order was used improvidently and was beyond 
the Commission’s authority. 

In Sears, Roebuck & Co. v. Federal Trade Commission, 258 
Fed. 307, 310 [9 T. M. Rep. 399], it was insisted as here that the 
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injunctional order was improvidently issued because before the 
complaint was filed and hearing had the petitioner had discontinued 
certain methods complained of. In that case, unlike this, the 
petitioner had stated in its answer that it had no intention of re- 
suming them. The Circuit Court of Appeals for the Seventh Cir 
cuit notwithstanding these facts sustained the right of the Com 
mission to make the injunctional order, and said: ‘‘No assurance 
is in sight that petitioner, if it could shake respondent’s hand from 
its shoulder, would not continue its former course.”’ 

The testimony shows conclusively that the petitioners had been 
publishing advertising matter containing false and misleading state- 
ments and had used an unfair method of commerce, and we think 
the Commission was quite within its right in issuing the order in 
the form it did. In such cases the Commission must exercise its 
discretion in view of all the circumstances. 

Before bringing this opinion to its conclusion we perhaps 
should refer to the fact that one of the petitioners, George L. Owens, 
moved the Commission to strike his name from the proceeding on 
the ground that he individually is not now and never was engaged 
in interstate commerce and never did any advertising of any kind 
individually. It is undoubtedly true that George L. Owens was 
not a necessary party to this proceeding. But the evidence shows 
that he is and has been since its organization the president or trustee 


and absolute manager of the Guarantee Veterinary Company. He 


had no right, therefore, to complain because he was made a party 
to the proceeding. 


The order of the Commission is affirmed. 
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AmerIcAN TuHeRMos Botrtrite Co. v. W. T. Grant Co. 
United States Circuit Court of Appeals, First Circuit 
August 5, 1922 


Trape-Marks AND Unrair ComMPEeTITION—‘THERMOS” FOR Vacuum Bort Les 

—APPEAL AND Error. 

In an action to restrain defendant from the use of the word 
“Thermos” on vacuum bottles sold by it, where both parties stipulated 
at the first trial that plaintiff was the owner of such mark, and de- 
fendant stated that there was no occasion for offering formal proof, 
the latter is precluded from arguing on appeal that the trade-mark 
was invalid because descriptive. 

‘TrapE-Marks AND Uwnrair CompetiTion—SeELLInc Trape-Markep Goons 

Unver License—Ricur tro Seri Arrer Rescisston or ConTrRAct. 

In the case at issue, where the contract existing between the 
plaintiff and defendant, whereby the latter was authorized to sell 
bottles marked with the plaintiff's trade-mark, had been rescinded, 
defendant had no right thereafter to sell bottles which had not been 
marked at the date of rescission. 

Trape-Marxks anp Unrair Competirion—DeErense or “UNcLEAN Hanns” 

ViIoLATION OF MarkinG Act on Importep Trape-Markep Goons. 

Where plaintiff, with a view to deceiving purchasers as to the 
foreign origin of its goods, imported parts of its vacuum bottles with 
paper labels showing origin that were easily detachable in the process 
of assembling, or marked in letters so fine as to escape notice, it 
cannot maintain an action to protect the trade-mark used on such goods. 


In equity. From a decree dissolving a preliminary injunction, 
complainant appeals. Affirmed, and remanded for further proceed 


ings. For decision of lower court, see 12 T. M. Rep. 190. 


Frederick P. Fish, of Boston, Mass. (Charles F. Rowley, of 
Boston, Mass., and Robert B. Killgore, of New York City. 
on the brief), for appellant. 

Merton E. Lewis, of New York City (Morris, Plante & Saze, 
of New York City, and Arthur Black, of Boston, Mass., 
on the brief), for appellee. 


Before BinGuam and Jounnson, Circuit Judges, and Morris, 
District Judge. 


Binecuam, Circuit Judge: This is a proceeding in equity. 


brought by the plaintiff, appellant, against the defendant, appellee, 


asking an injunction restraining the defendant from putting on 
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the market vacuum bottles and employing in connection therewith 
the word “Thermos,” the plaintiff's corporate name, its patent num- 
bers, etc., and for an accounting. 

In the court below it was assumed, for the purposes of the 
case, that the plaintiff had a valid trade-mark in the word “Ther- 
mos.” used in connection with vacuum bottles which it produced 
and put upon the market, and that the defendant, by selling and 
putting upon the market, as it did, vacuum bottles bearing the 
words “American Thermos Bottle Company, Norwich, Conn., 
U.S. A.,” inscribed in the outer circle on the bottom of each bottle, 
and the words and figures “Thermos, Trade-Mark, Pat. Nos. 13,093, 
Mch. 15, °10, 38,834, Sept. 24, 07,” in the inner circle, was guilty 
of infringing the plaintiff's property right, and that the plaintiff 
could maintain its action, unless either one of two defenses set up 
by the defendant could be found to be sustained by the evidence. 

The first defense was that the plaintiff procured and induced 
the use of its trade-mark, name, ete., on the vacuum bottles which 
the defendant had sold and was offering for sale, and therefore 
could not be heard to complain of such use. The second was that 
the plaintiff did not come into court with clean hands, in that it 
had used and purposed to use its trade-mark and name in connec- 
tion with the sale of goods of foreign origin fraudulently and in 
a manner to deceive and mislead the purchasing public as to the 
country of origin. 

In the argument on this appeal counsel for the defendant has 
contended that the word “Thermos” is descriptive, and that the 
trade-mark is, therefore, invalid. This defense was not pleaded, 
or even suggested, in the court below until after the evidence was 
closed. In fact, the record shows that the parties, early in the 
trial, filed a written stipulation to the effect that the plaintiff was 
the owner of the trade-mark “Thermos” for “double-walled vacuum 
vessels with vacuum between the walls,’ duly registered in the 


United States Patent Office January 7, 1908, certificate 67,002, 


and that thereafter, while the trial was proceeding, on inquiry by 


the court as to whether formal evidence of the trade-mark had 


been put in, counsel for the defendant stated that it had been stip- 
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ulated between the parties that the plaintiff had a trade-mark in 
the word “Thermos” and there was no occasion for offering formal 
proof. Such being the situation, we think it is not open to the 
defendant at this time to question the validity of the trade-mark. 

The only questions, therefore, of importance in this contro 
versy, are those presented by the two defenses above referred to. 

The first defense—that the plaintiff procured and induced the 
use of its trade-mark on the vacuum bottles which the defendant 
has sold and is proposing to sell—is based upon a contract, and 
the relations arising therefrom, dated December 6, 1920, which 
the plaintiff made with the American Steel Export Company. The 
Export Company is not a defendant, and the evidence does not 
show what its exact relations to the Grant Company, the defendant. 
are. But the court below found that the fair inference from the 
evidence was that the Grant Company had either bought the vacuum 
bottles, which it had sold and was offering for sale, from the Ex 
port Company, or that it was marketing them for that company, 
and assumed that the rights of the Grant Company to the use of 
plaintiff's trade-mark were the same as those of the Export Com 
pany. 

By the contract of December 6, 1920, the plaintiff agreed to 
purchase from the Export Company 600,000 pint Thermos fillers, 
identical with “Schmidt Pint Filler No. 1,” to be shipped from a 
European port at the rate of 100,000 per month for six months 


commencing December, 1920; 300,000 quart fillers, identical with 


sample marked “Schmidt Quart Filler No. 2,’ to be shipped from 
a European port during the six months commencing January, 1920, 
at the rate of 50,000 per month; and 100,000 pint complete alu- 
minum bottles identical with sample marked “Schmidt Full Alu- 
minum Pint Size No. 8,” except to be of seamless aluminum, to 
be shipped from a European port during six months commencing 
January, 1921, at the rate of 16,666 per month. It is the sale 
by the defendant of these 100,000 pint bottles, marked with plain- 
tiff’s trade-mark, name, etc., of which the plaintiff complains. The 
600,000 pint fillers, the 300,000 quart fillers, and the fillers in the 
100,000 complete bottles were guaranteed to be free from stone 
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and blisters, to be silvered as per quality of sample, and to main- 
tain a temperature of not less than 115 degrees F. after standing 
twenty-four hours filled with water entered at 210 degrees F. De- 
fective or broken bottles were to be credited or replaced at the 
option of the Export Company. The prices were fixed at 32 cents 
for a pint filler, 45 cents for a quart filler, and 50 cents for the 
complete pint bottle, freight and duty paid; payments for all goods 
delivered were to be 50 per cent. on arrival in New York or any 
other Atlantic seaport, and 50 per cent. within ten days after de- 
livery to carrier at the port of arrival. 


During the month of December, 1920, and prior to January 


27, 1921, the Export Company delivered about 43,000 pint Ther- 
mos fillers, which the plaintiff failed to pay for on arrival at port 


or within ten days after delivery to the carrier. On January 27, 


1921, the plaintiff was notified in writing that it had defaulted 
in the payments and that the Export Company elected to rescind 
the contract “so far as such contract remains unperformed.” 

At the time of the rescission none of the complete pint bottles 
called for by the contract had been received by the plaintiff, and 
there is no evidence that any of them had been made or marked 
with the plaintiff's trade-mark at that time, or that the Export 
Company had made a contract for their manufacture; but it does 
appear that at some time between January 27, 1921, and June, 
1921, the 100,000 complete pint bottles were received in the United 
States and put on the market by the defendant, and that some 
20,000 have been sold, the balance being held under the preliminary 
injunction issued in this suit. 

The bottles were made in Germany, and bore, in addition to 
the inscription above given, the word “Germany” printed in small 
letters after the word “Trade-mark,” and as appears on Exhibit A. 
These bottles were offered for sale by the defendant at $1 each. 

The contract of December 6, 1920, did not expressly provide 
that the fillers and complete bottles should be made in Germany, 
or contain any stipulation as to the inscription which should appear 
upon them, or its character; but it was understood that they were 


to be manufactured in Germany, and, in the latter part of De- 
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cember, 1920, the plaintiff and the Export Company agreed upon 
the inscription as it appears upon the metal case of the complete 
bottles and as exemplified by Exhibit A; and the evidence, parol 
and written, shows that the plaintiff and the Export Company 
realized that German-made goods were unpopular in this country at 
that time, and that they both intended that the word “Germany”’ 
should appear on these goods in as small and inconspicuous letters 
as possible and barely large enough to pass the custom officers as 
being in compliance with Compiled Statutes 1916, § 5297, subsec. 1, 
providing for the marking of articles and packages of foreign pro 


duction to indicate the country of origin. 


Tt was also found in the court below that it was a fair infer- 


ence that these bottles had not been stamped with the above inscrip- 


tion at the date of the rescission of the contract, even if they had 
then been manufactured. This finding we think was warranted 
from the facts that the trial of the case was continued some six 
months at the defendant’s suggestion, in order that it might take 
evidence in Germany to show that the complete bottles had been 
manufactured and marked before the rescission on January 27, 
1921, and that the defendant, on resumption of the trial, failed 
to produce any evidence in support of its contention. The burden 
of proof was on the defendant as to this issue. 

Having found that on January 27, 1921, the Export Company 
rescinded the contract as to its unperformed part, and that there 
was no evidence from which it could be found that the complete 
bottles had been manufactured and marked prior to the rescission, 
the trial court ruled that the defendant, in marketing the bottles 
with the inscription that it did, acted without the authority of the 
plaintiff, and that the defendant had failed to make out its first 
ground of defense. We agree with the conclusion of the court 
below as to this matter, and for the reasons above stated. 

It remains for us to consider whether the defendant has sus- 
tained its second ground of defense, to wit, that the plaintiff does 
not come into court with clean hands in that it has used and pur- 


poses to use its trade-mark in connection with the sale of goods of 
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Ny 


foreign origin fraudulently and in a manner to mislead and deceive 
the purchasing public. 
In 83 Stat. at Large, c. 592, § 21 (Compiled Statutes, § 9506), 


it is provided: 


“Sec. 21. That no action or suit shall be maintained under the pro- 
visions of this act in any case when the trade-mark is used in unlawful 
business, or upon any article injurious in itself, or which mark has been 
used with the design of deceiving the public in the purchase of merchan- 
dise, or has been abandoned, or upon any certificate of registration fraud- 
ulently obtained.” 


In 38 Stat. at Large, c. 16, § IV, F, subsec. 1 (Compiled 


Statutes, § 5297), it is provided: 


“F. Subsection 1. That all articles of foreign manufacture or produc 
tion, which are capable of being marked, stamped, branded, or labeled, 
without injury, shall be marked, stamped, branded, or labeled in legible 
English words in a conspicuous place that shall not be covered or obscured 
by any subsequent attachments or arrangements, so as to indicate the 
country of origin. Said marking, stamping, branding, or labeling shall 
be as nearly indelible and permanent as the nature of the article will 
permit. 

“All packages containing imported articles shall be marked, stamped, 
branded, or labeled so as to indicate legibly and plainly, in English words, 
the country of origin, and the quantity of their contents, and until marked 
in aecordance with the direction prescribed in this section no articles or 
packages shall be delivered to the importer. 

“Should any article or package of imported merchandise be marked, 
stamped, branded, or labeled so as not accurately to indicate the quantity, 
number, or measurement actually contained in such article or package, 
no delivery of the same shall be made to the importer until the mark, 
stamp, brand, or label, as the case may be, shall be changed so as to 
conform to the facts of the case.” 


As to this matter, in addition to the evidence heretofore nar 
rated, it appears that the plaintiff, in 1919, imported from Japan 
100,000 to 200,000 fillers, and that in 1920 it brought from Japan 


a quantity of complete bottles. It also appears that late in 1920 


or the early part of 1921 it imported from Germany a quantity of 


fillers, the exact number of which does not appear, but said to be 
a small quantity, purchased from the Dewar Company; that in 
October, 1920, it purchased 800,000 German fillers through the 
East European Trading Company, of which number it sold 25,000; 
and that under the contract of December 6, 1920, as above stated, 


it received 43.000 fillers. none of which at the time of the trial 
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had been sold. It also appears that in November, 1920, the plain- 
tiff purchased in Germany 11,500 complete bottles to be shipped to 
this country, but which, at the time of the trial, had not been 
brought in. 

In the court below it was ruled and found that it was the duty 
of the plaintiff under section IV, F, subsection 1, of the statute 
above quoted, to see that the marks on imported foreign fillers were 
“as nearly indelible and permanent as the nature of the article will 
permit,” but that it did not comply with this requirement; that 
some, perhaps all, of the Japanese fillers were at some time marked 
by adhering labels or with a stamp, but that in the process of testing 
them at the plaintiff's factory a large share of the labels or marks 
would be removed; that the plaintiff intended that many of them 
should be removed, so that there would be no general recognition 
of its use of Japanese fillers; and that it was entirely practicable 
to mark these fillers indelibly as required by the statute. 

It was also found that the German fillers were, at least in 
part, marked with adhering labels, and not as required by the 
statute: that the number not so marked was substantial; that the 
plaintiff intended that the paper labels ““Made in Germany” should 
be washed off, and that “many, probably most, of the bottles with 
German fillers would go to the market with no indication of foreign 
origin’; that the plaintiff, by advertising “American-made goods 
for American people keep American workmen busy,” not long after 
the importation and sale of large quantities of Japanese and Ger 
man goods, made under such labor conditions that these complete 
pint bottles, then retailing in the United States at $2.25, were con- 
tracted to be bought, freight and duty paid, at 50 cents, was not 


consistent with fair and honest dealing with the purchasing public, 


when it was deliberately planned so to mark these importations 
that customers would believe them American-made; that the plain- 
tiff intended the word “Germany” on the pint fillers used in con 
nection with the trade-mark on the 100,000 complete pint bottles 


should be in such small letters as to amount to a fraud on the 


statute; that the word “Germany” on these bottles was so incon- 


spicuous as to be practically unnoticeable; and that the court was 
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not convinced that the plaintiff realized and intended to comply 
with the requirements of honest business ethics in the use of its 
trade-mark on foreign goods. 

The findings that it was entirely practicable to mark the 
fillers in an indelible and permanent manner by etching thereon 


the trade-mark and country of origin, and, while this was done 


to some extent, that usually the fillers were either marked by 


adhering paper labels or stamped with some preparation, so that 
the marks would be readily removed in handling or by water used 
in testing them at the plaintiff’s factory, were warranted by the 
evidence. 

The evidence as to the character and mode of marking the 
fillers was in some respects conflicting, but the evidence as to the 
purpose and intent of the plaintiff to market these foreign-made 
goods as American-made was clear, for it was undisputed that the 
plaintiff directed the Export Company to mark the word “Ger- 
many’ on the 100,000 complete bottles, of which the fillers were 
a part, in as small letters as possible, and that this was to be done 
to avoid, if possible, the objection of American purchasers to Ger 
man-made goods. 

As the evidence in regard to some of the facts material to a 
decision of the issue presented by the second defense was plainly 
in support of the defendant’s contention, while as to the others 
it was conflicting, and involved in a large measure a consideration 
of the credibility of witnesses, we are not disposed to question the 
findings of the court below, and are of the opinion that the decree 
of the District Court should be sustained. The trade-mark as used 
on these foreign goods was calculated and intended to lead pur- 
chasers into believing that the goods put out by plaintiff were of 
American origin, when they were not. 

The decree of the District Court is affirmed, and the case is 


remanded to that court for further proceedings, with costs to the 
appellee. 
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APPLICATION OF TOLEDO SCALE Co. 
(281 Fed. Rep. 607) 


Court of Appeals of District of Columbia 
June 5, 1922 


Trape-Marks—“Honest Weicur”’ ror Scares—Descriptive TeERM—APPEAL. 
The phrase “Honest Weight” is not restricted in meaning to 
articles sold, and when applied as a trade-mark to weighing scales, 
it is clearly descriptive, meaning that the weight is fair and real— 

not deceptive. 
From a decision of the Commissioner of Patents [11 T. M. 


Rep. 319] refusing registration, the applicant appeals. Affirmed. 


A. V. Cushman, of Washington, D. C., C. O. Marshall, of 
Toledo, Ohio, and George R. Frye, of Detroit, Mich., for 
appellant. 

T. A. Hostetler, of Washington, D. C., for Commissioner of 
Patents. 


Smytu, Chief Justice: The Toledo Scale Company sought to 
have registered the words “Honest Weight” as a trade-mark ap- 
plicable to scales. From a decision refusing registration of the 
mark, on the ground that it was merely descriptive, the Scale Com- 
pany brings the case here for our review. 

It appears that at one time manufacturers were putting out 
scales which they said would enable merchants to cheat their cus- 
tomers to the extent of 3 per cent. of the value of their purchases, 
that to meet this practice the appellants determined to make, ad- 
vertise, and sell a scale which would give accurate weight, and that 
they adopted as their trade-mark the words which they now ask to 
have registered. They deny that the mark is descriptive, and argue 
that it cannot be correctly said that an inanimate device, such as a 
weighing scale, is honest or dishonest. But the lexicographers dis- 


agree with them. They define the word “honest” as meaning: 


“Characterized by or indicative of honest and fair dealing; free from 
fraud; equitable; fair; hence, real; true; as, an honest sale, honest toil.” 
Funk & Wagnall’s Standard Dictionary (1913 Ed.). 

“Free from fraud or deception; genuine, full, unadulterated, or the 
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like; as, honest measure, honest goods.” Webster's International Diction- 
ary (1919 Ed.). 


Now, it seems to us that, if it is proper to speak of a sale or 


measure as honest, it is equally proper to speak of weight as honest, 
meaning that the weight is fair, real—not deceptive. A scale which 
does not weigh accurately is deceptive. It leads a person to be- 


lieve that the weight it indicates is accurate, when it is not. Any 


person reading the mark in question on a scale would, in our opinion, 
interpret it as signifying that the scale, when employed to weigh an 
article, denoted its correct weight, and we think the appellants 
intended by its use to convey that idea to the purchasing public. In 
our opinion, the mark is clearly descriptive, and, as such, is not 
registerable. In re Kawneer Manufacturing Co., 48 App. D. C. 
587 [9 T. M. Rep. 225]; Florence Manufacturing Co. v. Dowd & 
Co., 178 Fed. 78, 101 C. C. A. 565 [1 T. M. Rep. 289]; In re Swan 
§ Finch Co., 49 App. D. C. 95, 259 Fed. 991 [9 T. M. Rep. 398]. 
Often have we said that there is no excuse for selecting as a trade- 
mark words which impinge upon the rule against the use of de- 
scriptive words, since the field from which a choice may be made is 
so broad. Coca-Cola Co. v. Chero-Cola Co., — App. D. 
Fed. 755 [11 T. M. Rep. 252]. 

The decision of the Commissioner of Patents is affirmed. 

Mr. Justice Hitz, of the Supreme Court of the District of 
Columbia, sitting in the place of Mr. Justice Van Orspev in the 


hearing and determination of this appeal, concurs. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation 


Fennine, A. C.: A_ petition was filed to cancel the word 
“Compression,” registered under the Act of March 19, 1920, as a 
non-technical mark, a descriptive term. The petitioner shows use 
prior to the filing of the application. After registration the regis- 
trant called on the petitioners to discontinue their use of the mark. 
This itself is evidence that the registration injures the petitioners, 
and the mark should be cancelled. (Macy & Co., Inc. v. Macey 
Co., Inc., 295 O. G. 468 [12 T. M. Rep. 94].)’ 


Conflicting Marks 


Rosertson, C.: The word “Asbestomine,’ as a trade-mark 
for dry powder paints, cold water paints and dry powders for 
making paints, was opposed by the owner of the trade-mark “Ala- 
bastine,”” who proved priority of use. As to likelihood of confusion, 
“Alabastine”’ indicates resemblance to Alabaster, while “Asbesto 
mine” suggests derivation from or resemblance to asbestos, and 


are not so similar as to be likely to confuse.” 


Rosertson, C.: The word “Safepack” as a trade-mark for 
material in sheet form, etc., was opposed by the owner of the trade- 
mark “‘Arksafe” for the same goods. An opinion and evidence is 
offered by each on the likelihood of confusion. Such testimony 
is not very convincing. (Peters Milling Co. v. International Sugar 
Feed Co., 262 Fed. Rep. 336.) The marks are not likely to be 
confused. 

The trade-mark “Safepack” is not descriptive of the goods, 
as the word means nothing in particular, except as modified by 
the imagination of the observer, and belongs to the class of ar 


bitrary suggestive words that the commercial world is seeking. 


*Climax Rubber Co. v. U. S. Compression Inner Tube Co., 141 M. D. 
119, July 7, 1922. 
*Alabastine Co. v. Asbestomine Company, 140 M. D. 431, May 17, 1922. 
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objection that the mark is the essential part of the cor- 
porate name is not good when the corporation is the applicant. 
(Sec. 5 of Act of February 20, 1905.) The “Simplex’’ cases are 
not pertinent.® 


Kinnan, A. C.: An application to register the word “Shop- 
Mule” as a trade-mark for tractors was opposed by the registrants 
of a trade-mark consisting of the words “Steel Mule’ for tractors. 
The latter mark was first used. The questions are: 1. Similarity 
of marks; 2. Similarity of goods. The word “Mule’’ is the dis- 
tinctive feature of each mark and confusion is likely. The opposer 
makes especially crawler tractors for agricultural use, but also 
makes wheel tractors, and the crawler tractor is itself used in 
industrial plants as well as on farms. The opponent may expand 
its business, if it has not yet done so, to sell its tractors for any 


of the purposes named. The differences are immaterial.* 


Kinnan, A. C.: In an opposition to an application to register 
the word “‘Sacony” as a trade-mark for sweaters, coats, etc., the 
petition to remit to the Examiner of Trade-Marks to consider the 
prior registration of the word “Saxony” as a trade-mark for the 
same goods (No. 70, 463) held unnecessary, since the Examiner of 
Interferences can determine the right to a registration as well as 
the sufficiency of the grounds of opposition. Moreover, the Ex- 
aminer informally reports that he would not reject the arbitrary 
mark “‘Sacony” because of prior registration of a well-known 


geographical term, registered because of length of use. 


Fennine, A. C.: The registration of the words “Del Sur” 
as a trade-mark for jellied fruits, etc., was opposed because of 
alleged interference with the trade-mark “Del Monte’’ for the 


same goods. The only resemblance is in the Spanish term “Del,” 


, 


meaning in English “Of the.” Obviously, if the parties had 


chosen the marks “The Monte” and “The Sur,” nobody would 


*Arkell Safety Bag Co. v. Safepack Mills, 141 M. D. 10, June 17, 1922. 

*Bates Machine Co. v. Marsh-Capron Mfg. Co., 141 M. D. 16, June 
9, 1922. 

‘Standard Oil Co. of N. Y. v. Augstein & Co., 141 M. D. 61, June 
30, 1922. 
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be so bold as to suggest interference between them. The opposer 
suggested a customer might ask for “Del something“ and get the 


‘er 


wrong article, but if he asked for “The something” he might get 
anything. In appearance there is no resemblance between the 


marks as used. The opposition was dismissed.°® 


Kinnan, A. C.: A trade-mark for electric suction cleaners 
consisting of a red band applied to the base of the coping about 
the motor of a vacuum cleaner was opposed by the owner of a 
trade-mark, registered December 24, 1912, consisting of the words 
“Red Wing,’ for vacuum cleaners and accessories. The marks 


are held to be similar and likely to cause confusion.‘ 


Kinnan, A. C.: The application to register the word ‘“Chlo- 
rodont” as a trade-mark for tooth paste, tooth powder and tooth 
wash was opposed by the registrant of the trade-mark “Chloro-E- 
Denta” for dentifrices. The opponent establishes priority of use. 
The marks are deceptively similar as the portions “Chlor’ while 
not alone the subject of exclusive use, are identical, and in the 
last syllable the consonants are the same, and the sounds are quite 
similar. See “Hydronon” and “Hydrocide,’ In re Barrett Mfg. 
Co., 202 O. G. 631 [4 T. M. Rep. 218], “Velvelite” and “Vel- 
vetina,’ Goodrich Drug Co. v. Cassada Mfg. Co., 287 O. G. 918 
[7 T. M. Rep. 275], “Orchestrola’” and “Orchestrelle,”’ Thomas 
Mfg. Co. v. Aeolian Co., 249 O. G. 505 [8 T. M. Rep. 151}. 

(In this case, opinion and evidence of pharmacists are remarked 


upon as supporting the view of the Assistant Commissioner. )* 


Descriptive Terms 


Kart Fennine, A. C.: The word ‘Ferrometal’’ as a trade- 
mark for scissors and shears is held to be descriptive. (See Web- 


‘California Packing Co. v. Santa Ana Preserving Co., 141 M. D. 121, 
July 7, 1922. 

‘Daniel B. Repologue v. United Electric Co., 141 M. D. 346, Aug. 
21, 1922. 

®Frederick Stearns & Co. v. Laboratorium Leo, Dr. Phil Ottomar 
Heinsius, V. Mayenburg, 141 M. D. 304, Aug. 12, 1922. 
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ster’s International Dictionary, “Ferro,” indicating presence of or 


connection with iron.)° 


Fenninea, A. C.: The trade-mark “Unicels’” for electric bat- 
teries was held to be descriptive. Compare “Unicelleo,’ meaning 
“consisting of one cell.’”’ The mark would indicate that the bat- 
teries consisted of a single cell, and this is what the public is ex- 
pected to infer.’® 


Rosertson, C.: The decision of the Examiner that the word 
“Sanitary,” as a trade-mark for shower bath curtains, is descriptive 
cannot be reviewed on petition, but only on appeal. The petition 
was dismissed.** 


Kinnan, A. C.: The word “Alflax,” as a trade-mark for 
linen toweling, crash and damask goods in the piece held to be 
descriptive, meaning “all flax.” See Detroit Show Case Co. v. 
Kawneer Mfg. Co., 250 Fed. Rep. 234 [8 T. M. Rep. 827], holding 
“Almetal” descriptive, as applied to sash, ete.'* 


FenninG, A. C.: An application to register the words “White 
Magic” as a trade-mark for a cleansing compound was opposed on 
the ground that “Magic” is descriptive and “White” clearly is. 
It is argued that the two words indicate the opposite of “Black 
Magic,” but this meaning is secondary only, and cannot overcome 
the ordinary meaning of the words. Furthermore, prior regis 
tration of the word “Magic” for soap precludes the registration 
of this mark.’* 


FenninG, A. C.: A petition was filed to cancel trade-mark 
No. 14,856 of Horlick’s Food Company, registered October 25, 
1887, and renewed in 1917. The trade-mark consists of the letters 
“M. M.” and the words “Malted Milk’”” named as the essential 
features. The words “Malted Milk” are descriptive of a product 

*Ex parte, Clayton Mfg. Co., 140 M. D. 425, May 16, 1922. 

“Ex parte, Burgess Battery Co., 141 M. D. 334, Aug. 18, 1922. 

“Ex parte, Louis Rosenblum, 141 M. D. 15, June 9, 1922. 


“Ex parte, Pittsburgh Dry Goods Co., 141 M. D. 169, July 24, 1922. 
Mitchell & Co. v. Broderick, 141 M. D. 60, June 24, 1922. 
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made under an expired patent and are not susceptible of exclusiv 
trade-mark use. 

After final hearing the Horlick Company filed a disclaimer 
of the words “Malted Milk.’’ There is no warrant in law for such 
a disclaimer. After registration the mark is beyond the control of 
the office. The mark should be cancelled and may then be properly 
registered with a disclaimer. Cancellation was ordered.'* 


FenninG, A. C.: An application was filed to cancel trade- 
mark No. 136,845 for skin-cleansing tonic and massage cream, 
consisting of the word ‘“‘Lemon,” the “L” extending under the other 
letters, and the words “Cleansing Cream’”’ with the name “Kranks.”’ 
The words ‘Cleansing Cream” are disclaimed. The name “Kranks”’ 
is not shown in a distinctive manner, and “Lemon Cleansing Cream” 
is descriptive. The petition for cancellation shows descriptive use 
of the words in connection with the cream of its manufacture. 


This will support the petition to cancel. Cancellation was ordered.' 


Fenninc, A. C.: An application to register the word 
“Yeastabs” as a trade-mark for a medicinal yeast preparation in 
tablet form was opposed on the ground of descriptiveness because 
of the sale by the opposer of yeast tablets. The opponent claimed 
that the registration conveyed to the public the idea that the regis 
trant was the only manufacturer of yeast tablets for medicinal 
use; that the word “Yeastabs” is only an abbreviation of the words 
“Yeast Tablets.” A motion to dismiss the opposition was filed 
because the opponent showed no use of the mark. Such a showing 
is not necessary. Since this is a descriptive mark, a dealer in 
goods properly described by the mark may oppose. “Injury will 
be presumed to follow the improper registration of any descriptive 
word.””*® 


*Borden Co. v. Horlick’s Food Co., 141 M. D. 335, Aug. 4, 1922. 
*Louis Philippe v. Alfred J. Krank, 141 M. D. 404, Sept. 9, 1922. 
Fleischmann Co. v. John D. Anderson, 140 M. D. 488, June 2, 1922. 


~9 
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Discovery in Cancellation Suit 


Kinnan, A. C.: This is a renewal of a motion by Funk & 
Wagnalls, decided on December 10, 1921 [9 T. M. Rep. 368}, 
for the discovery and answer by Timely Films Co., the applicant 
for cancellation, of a set of questions. The motion was formerly 
denied on the point that, while the Commissioner had the power 
to require discovery, it was not definitely shown that the matter 
was material and relevant. The interrogatories relating to the 
contract between Timely Films Co. and Pathé Exchange, Inc.., 
appear to be relevant. The applicant refuses to produce the con- 
tract and must abide by the consequence of the refusal. The Com- 
missioner can compel disclosure of the contract by deciding against 
the party who refuses disclosure, but such decision should not be 
arbitrary and on this ground alone. The evidence presented by 
the registrant as to the contents of the contract should be con- 
sidered and all reasonable doubts decided against him who refuses 
to produce the contract.'* 


Geographical Term 


FenninG, A. C.: It was held that the word “Columbian,” 
as a trade-mark for graphite, is not entitled to registration under 
the Act of 1905, affirming the Examiner’s decision, which was as 
follows: 


“It is desired to note that the word ‘Columbia’ has been held geo- 
graphical in each of the following cases: 

“Ex parte, Columbia Incandescent Lamp Co., 96 O. G. 1036. 

“Columbia Mill Co. v. Alcorn, et al., 65 O. G. 1619. 

“Morgan Envelope Co. v. Watson, et al., 84 O. G. 811. 

“Ex parte, E. C. Atkins & Co., 120 M. D. 320. 

“It being decided that ‘Columbia’ is geographical, it is believed that 
the adjective form of the same word is also geographical and should be 
refused registration, in view of the decision in Ex parte, Thomas J. Falvey. 
133 M. D. 381 [10 T. M. Rep. 416], on which rehearing was denied in 
137 M. D. 300. Attention is also invited to the decision in Ez parte, 
Defender Manufacturing Company, 116 M. D. 114 [5 T. M. Rep. 115], in 
which the word ‘Irish’ was held to be geographical, and in which decision 
the words ‘Grecian’ and ‘Parisienne’ were referred to as geographical. 

“If it be contended that ‘Columbian’ means an inhabitant of Columbia, 


“Timely Films Co. v. Funk & Wagnalls, 140 M. D. 484, June 1, 1922. 
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then attention is invited to the decision in Ex parte, Conrad Seipp Brewing 
Company, 206 O. G. 877, in which the word ‘Hollander’ was held to be 
geographical.” 


Grade Marks 


FenninG, A. C.: This is an application for the registration 
of a trade-mark consisting of “an elongated lineal purple marker 
on label (yarn thread or the like), separate from the structural 
part of the rope, but located in the interior of the rope and en- 
closed by the rope strands” for Mauritius fibre rope. 

The applicant filed seven applications for seven colors for 
different rope: yellow, red, white, pink, purple, green and orange. 
Yellow, white and orange were withdrawn. The other four are 
opposed. A single record was made in the seven cases, and a 
single brief is filed in the four remaining. 

The difficulty of marking rope for identification is great, and 
a proper effort to that end which seems successful should be en- 
couraged and met with sympathetic treatment. The applicant has 
spent much money in advertising its marks, but they are not trade 


marks at all, only “grade marks.” 


Red, for sisal rope, 

Pink, for N. Z. Hemp rope, 
Purple, for Mauritius Fibre rope, 
Green, for istle rope. 

The brief of the applicant says that the same mark could not 
be used for rope of different material, else the dealer would pass 
off the one rope of the applicant for the other. Plainly the pur 
pose is to distinguish one rope from the other, and not to dis- 
tinguish applicant’s rope from that of other manufacturers. Istle 
rope and Mauritius rope are so nearly alike in material that the 
ordinary observer could not detect the difference of material, but 
would consider it one of quality only. The advertisements of the 
applicant show that its different ropes are regarded and sold 
merely as different qualities of rope generally. 

The refusal to register might be justified by A. Lescher & 
Sons Rope Co. v. American Steel & Wire Co., 1911 C. D. 815 


*Ex parte, United States Graphite Co., 141 M. D. 398, Sept. 7, 1922. 
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[1 T. M. Rep. 42], Ex parte, DeWitt Wire Cloth Co., 1918 C. D. 
102 [8 T. M. Rep. 258}.”° 


Interference 


Kinnan, A. C.: A trade-mark consisting of the word “Regal” 
1918. The registrant took no testimony, but relied on this date. 
for snap fasteners was registered by Waldes & Co., on November 4, 
The applicant offered letters written by manufacturers in reply 
to inquiries as to when the applicant first placed orders with them 
for “Regal” fasteners, and which showed orders in 1908 for pins, 
hooks and eyes, and for ball buttons in 1912 under that trade-mark. 
These letters, although not proven except by the testimony of the 
recipient, were admitted in evidence. The applicant testified that 
he ordered goods under the trade-mark “Regal” from Waldes & 
Co. in 1909 or 1910. The applicant claims all records prior to four 
years ago have been destroyed. Failure to rebut this testimony, 
especially as to order of 1909 or 1910 to Waldes & Co., is per- 
suasive that the testimony is true. The mark was awarded to 


Raden Bros.”° 


No Trade-Mark Use 


Rospertson, C.: An application was filed by Washington at- 
torneys for the registration of a trade-mark consisting of a rep- 
resentation of Uncle Sam clinging to the top of a monument and 
blowing a horn held in his hand, for catalogues and advertising 
matter. A booklet was filed with the application on “How to 
Obtain a Patent.” No trade-mark use was shown. 

Catalogues and advertising matter are not articles of mer 
chandise, as they are not sold or resold, but are issued, not because 
the recipients want them, but because the sender wants them to 
have them. (See DeLong Hook & Eye Co. v. Hump Hairpin Mfg. 
Co., 180 N. E. 765.) 

Furthermore, the advertisement has been disapproved by the 

“Columbian Rope Co. v. Hoover & Allison Co., 141 M. D. 322, Aug. 
16, 1922. 

*Raden Bros. v. Waldes & Co., 141 M. D. 164, July 24, 1922. 
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Patent Office, as it is improper to represent that the United States 
is blowing a horn to tell prospective clients “How to Obtain a 
Patent” through Chandlee & Chandlee.* 


Kinnan, A. C.: An application to register the words “All 
America Cables’ arrayed in a circle as a trade-mark for telegraph 
and cable blanks was refused. Such blanks are not merchandise. 
They are not sold, but only paid for when delivered bearing a 
message. This is not a sale of goods. The blanks do not become 


merchandise when they have a message placed upon them.** 


Opposition 


Rosertson, C.: This is an application to register the trade- 
mark “Vitola” for a medical preparation in tablet form. The 
applicant requests an interference with the application of another 
to register ““Vitola” for a soft drink. The petitioner has already 
filed an opposition, and this is enough to test the rights of the 
parties. However, the Examiner has said that the goods are not 


of the same descriptive properties any more than _ bicarbonate 


of soda and soda water.** 


Fennine, A. C.: An application to register the word “Hof- 
stra” intertwined with the legs of a fly as crawling across the top 
of the word, as a trade-mark for insecticides, was opposed because 
of the use of the figure of a fly on the well-known “Tanglefoot” 
fly paper by the opponent. The applicant relies on O. & W. Thum 
Co. v. Dickinson, 240 O. G. 337, 1917 C. D. 166. In that case the 
Court of Appeals held that nobody had the right to the exclusive 
use of the representation of a fly for sticking fly paper. On this 
ground alone the opposition should be dismissed. The applicant 
has disclaimed the right to the exclusive use of the fly, and this 
is enough. (Beckwith Case, 274 O. G. 618, 252 U. S. 588.)** 

“Ex parte, Chandlee & Chandlee, 140 M. D. 433, May 19, 1922. 

“Ex parte, All America Cables, Inc., 141 M. D. 256, Aug. 2, 1922. 


*Ex parte, H. P. Clearwater, 141 M. D. 428, Sept. 20, 1922. 
“O. & W. Thum Co. v. Hofstra Mfg. Co., 141 M. D. 52, June 23, 1922. 
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FenninG, A. C.: The trade-mark consisting of the word 
‘Master,’ below which is the representation of a piston ring and 
the words ‘‘Piston Rings,” the representation and words “P.R.”’ 
being disclaimed, used in connection with piston rings was opposed 
because of prior use by the opponent of the cut of a piston ring 
and the claim that the cut is of the petitioner’s patented ring. 
A disclaimer is not enough. The cut and the words “piston rings” 
may be deleted from the drawing without affecting the mark which 
consists of the word “Master.” A disclaimer is a makeshift and 
should not be unnecessarily used. (Distinguishing Beckwith v. 
Commissioner of Patents, 252 U. S. 538, that a mark may be reg- 
istered with a disclaimer when the omission from the drawing of 
the objectionable matter would mutilate the mark.)*° 


Prints 


Rosertson, C.: A print is registrable, even though it be 
used as part of a letterhead, when it advertises a specific article 
of merchandise; in this case a sleeve valve. Prints are usually in 
the form of catalogues, posters or circulars, but not necessarily 
so.” 

Priority 


Fennine, A. C.: The question of priority of use of a trade- 
mark for hair nets was decided in favor of the registrant. The 


application to cancel was dismissed.** 


Fennina, A. C.: The question of priority of use of a trade- 
mark for candy was decided in favor of the former.** 


Return of Fee 


Kinnan, A. C.: A filing fee is not returnable because the 
applicant brought about a change in the office classification that 


*No-Leak-O Piston Ring Co. v. Schramm & Bursch Mfg. Co., 141 
M. D. 419, Sept. 12, 1922. 

*Ex parte, Wallace W. Tompteins, 141 M. D. 13, June 8, 1922. 

*Viret v. National Commodities Co., 141 M. D. 42, June 20, 1922. 

*Walker Candy Co. v. William Williams, 140 M. D. 482, June 1, 1922. 
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would have saved the payment of the fee, had it been in force 


previously.*” 


Right to Trade-Mark 


Fennina, A. C.: <A trade-mark for surgical dressings was 
formerly the property of a partnership dissolved in 1918 when one 
partner left the business and the other continued it at the old 
location. The withdrawing partner went to Iowa and there started 
in the same business. The parties to this interference are their 
successors. In the absence of a clear understanding, a retiring 
pariner cannot take with him the right to use the trade-mark be 


longing to the business.*° 


Stay in Cancellation Proceedings 


Fennine, A. C.: The pendency of a suit between the par- 
ties in the United States District Court to determine their rights 
is no ground for suspending proceedings in an opposition when 
the suit was begun by the opponent three months after the oppo 
sition was filed, and four months later there is no evidence of prog 
ress nor any evidence of when it is likely to be disposed of. The 
rule of the Patent Office is to stay proceedings only when the 
pending suit was begun prior to the Patent Office proceedings, and 
then only when there is a reasonable prospect of the suit being 
promptly terminated. In this case the applicant is entitled to a 
prompt adjudication. 

Coffee, mayonnaise, peanut butter and horseradish are not of 
the same descriptive properties with canned fruits, berries, veg 
etables, pork and beans, canned salmon, canned evaporated milk, 
and canned beef and vegetables combined.” 

*Ex parte, Russell Mfg. Co., 140 M. D. 423, May 15, 1922. 

“Haskins & Welton v. Marshalltown Laboratories, 141 M. D. 117, 

July 6, 1922. 


“Sears & Nichols Canning Co. v. Jacob M. Fey, 141 M. D. 270, Aug 


2, 1929. 
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